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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1)^ Responsive to communication(s) filed on 25 January 2005 . 
2a)E3 This action is FINAL 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) £<] Claim(s) 7-24 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-24 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

1 . This action is in response to the amendment filed on 1/25/05. 

2. The objection to the oath/declaration is withdrawn in view of applicant's submission of 
oath/declaration filed on 1/25/05. 

3. The objections to claims 1, 2, 8, 18, 19 and 22-24 are withdrawn in view of applicant's 
amendment. 

4. The rejection under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention to claim 16 is withdrawn in view of applicant's amendment. 

5. Claims 1-2, 8, 16, 18-19 and 22-24 have been amended. 

6. Claims 1-24 are pending. 

7. Claims 1-7, 10, 12-17 and 22-24 stand finally rejected under 35 U.S.C. 102(e) as being 
anticipated by Chiles (U.S. 6,581,157). 

8. Claims 8-9, 1 1 and 18-21 stand finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chiles (U.S. 6,581,157) in view of Stupek (U.S. 5,960,189). 

Response to Amendment 
Claim Rejections - 35 USC § 102 

9. • The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1-7, 10, 12-17 and 22-24 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Chiles (U.S. 6,581,157). 

Per Claim 1 (Amended): 

The Chiles patent discloses: 

- a method for upgrading existing firmware on third party hardware ("a method for 
updating a memory image in a non-volatile programmable memory in a device in a computing 
system is provided." in column 3, lines 36-38) 

- sending a request to said third party hardware requesting identification information and 
an existing firmware version indicator; receiving a reply from said third party hardware 
with said identification information and said existing firmware version indicator ("During 
system initialization, the version manager 32 determines the version of the device 50a by 
retrieving the device version 62 in the non-volatile memory 60 of the device 50a. ... The device 
version detector 240 may send a bus message having a request for the device version 162 over 
the interconnection system 40 to the ATM/ADSL adapter 250. The device version detector 240 
uses the standard interface provided by the operating system for the ATM/ ADSL adapter driver 
230 to communicate the request to the ATM/ADSL adapter 250. The ATM/ADSL adapter 250 
sends a bus message having data including the device version back to the device version detector 
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240." in column 7, lines 40-43; and column 9, lines 48-58; ATM/ADSL adapter 250 is 
interpreted as the third party hardware) 

- utilizing said identification information to obtain a stored firmware version indicator for 
said third party hardware; comparing said existing firmware version indicator with said 
stored firmware version indicator, if said existing firmware version indicator differs from 
said stored firmware version indicator, retrieving upgrade firmware for upgrading said 
existing firmware from a remote location ("The version manager 32 compares the device 
version 62 with the updated device version, stored in the device driver 30 memory. If the device 
version 62 of the device 50a is not the same as the updated device version, the device driver 30 
converts the memory image in the non- volatile memory 60 of the device 50a to the updated 
memory image." in column 7, lines 43-49). 

Per Claim 2 (Amended): 

The Chiles patent discloses: 

- wherein said utilizing said identification information is also to obtain a stored address 
which addresses said remote location and wherein said retrieving comprises connecting to 
said remote location as specified by said address (column 6, lines 30-33 and lines 62-67). 

Per Claim 3: 

The Chiles patent discloses: 
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- wherein said address is an Internet Protocol (IP) address (column 6, lines 30-33). 

Per Claim 4: 

The Chiles patent discloses: 

- further comprising upgrading said existing firmware with said upgrade firmware (column 
7, lines 43-49). 

Per Claim 5: 

The Chiles patent discloses: 

- wherein said upgrading comprises sending said upgrade firmware to a controller for said 
third party hardware (column 7, lines 43-49). 

Per Claim 6: 

The Chiles patent discloses: 

- wherein said retrieving also comprises retrieving an upgrade firmware version indicator 

(column 7, lines 40-43). 



Per Claim 7: 
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The Chiles patent discloses: 

- wherein said retrieving also comprises retrieving an upgrade firmware version indicator 
and wherein said upgrading further comprises sending said upgrade firmware version 
indicator to said controller (column 7, lines 40-49). 

Per Claim 10: 

The Chiles patent discloses: 

- wherein said identification information comprises a manufacturer identifier and a part 
identifier (column 6, lines 46-55). 

Per Claim 12: 

The Chiles patent discloses: 

- wherein said upgrading comprises sending upgrade messages to said third party 
hardware over a serial link to transfer said upgrade firmware version indicator and said 
upgrade firmware to said third party hardware (column 9, lines 19-31 and column 10, lines 
4-31). 



Per Claim 13: 

The Chiles patent discloses: 
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- wherein each upgrade message comprises a fragment indicator to indicate whether or not 
said each upgrade message is the last upgrade message in a sequence of upgrade messages 
for transferring said upgrade firmware and said upgrade firmware version indicator 

(column 9, lines 19-31 and column 10, lines 4-31). 

Per Claim 14: 

. The Chiles patent discloses: 

- further comprising awaiting a reply message after sending said each upgrade message 
(column 9, lines 19-31 and column 10, lines 4-31). 

Per Claim 15: 

The Chiles patent discloses: 

- a method for upgrading existing firmware on third party hardware ("a method for 
updating a memory image in a non-volatile programmable memory in a device in a computing 
system is provided." in column 3, lines 36-38) 

- sending a request to said third party hardware requesting identification information and 
an existing firmware version indicator; receiving a reply from said third party hardware 
with said identification information and said existing firmware version indicator ("The 
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device version detector 240 verifies the device version by checking the device version 162 stored 
in the non-volatile memory 160. The device version detector 240 may send a bus message 
having a request for the device version 162 over the interconnection system 40 to the 
ATM/ ADSL adapter 250. The device version detector 240 uses the standard interface provided 
by the operating system for the ATM/ ADSL adapter driver 230 to communicate the request to 
the ATM/ADSL adapter 250. The ATM/ADSL adapter 250 sends a bus message having data 
including the device version back to the device version detector 240." in column 9, lines 48-58; 
ATM/ADSL adapter 250 is interpreted as the third party hardware) 

- sending said identification information and said existing firmware version indicator 
addressed to an address; receiving an upgrade firmware version indicator and upgrade 
firmware; transferring said upgrade firmware version indicator and said upgrade 
firmware to said third party hardware (column 9, lines 59-67 to column 10, lines 1-29). 

Per Claim 16 (Amended): 

The Chiles patent discloses: 

- further comprising: before said sending said identification information and said existing 
firmware version indicator, comparing said existing firmware version indicator with a 
stored firmware version indicator and sending only if said existing firmware version 
indicator differs from said stored firmware version indicator (column 9, lines 59-67 to 
column 10, lines 1-29). 
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Per Claim 17: 

The Chiles patent discloses: 

- wherein said sending a request comprises sending a request on power-up (column 6, lines 
13-21). 

Per Claim 22 (Amended): 

This is a system version of the claimed method discussed above, claim 1, wherein all 
claim limitations also have been addressed and/or covered in cited areas as set forth above. 
Thus, accordingly, this claim is also anticipated by Chiles. 

Per Claim 23 (Amended): 

This is a computer-readable medium version of the claimed method discussed above 
(claims 15 and 16), wherein all claim limitations also have been addressed and/or covered in 
cited areas as set forth above. Thus, accordingly, this claim is also anticipated by Chiles. 

Per Claim 24 (Amended): 

This is another version of the claimed method discussed above (claims 15 and 16), 
wherein all claim limitations also have been addressed and/or covered in cited areas as set forth 
above. Thus, accordingly, this claim is also anticipated by Chiles. 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 8-9, 1 1 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chiles (U.S. 6,581,157) in view of Stupek (U.S. 5,960,189). 

Per Claim 8 (Amended): 

The rejection of claim 2 is incorporated, and further, Chiles does not explicitly teach 
wherein said utilizing comprises querying a database with said identification information for a 
record having said stored version indicator and said stored address. Stupek teaches wherein said 
utilizing comprises querying a database with said identification information for a record having 
said stored version indicator and said stored address (column 6, lines 59-67 to column 7, lines 1- 
6). 

It would have been obvious to one having ordinary skill in the computer art at the time of 
the invention was made to modify the method disclosed by Chiles to include wherein said 
utilizing comprises querying a database with said identification information for a record having 
said stored version indicator and said stored address using the teaching of Stupek. The 
modification would be obvious because one of ordinary skill in the art would be motivated to 
store and retrieve information more efficiently. 
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Per Claim 9: 

The rejection of claim 8 is incorporated, and Stupek farther teaches further comprising 
receiving said database, said database having a plurality of records each comprising 
identification information, a version indicator, and an address (column 6, lines 59-67 to column 
7, lines 1-6). 

Per Claim 11: 

The rejection of claim 8 is incorporated, and Chiles further teaches wherein said stored 
version indicator is a stored version number and wherein said received version indicator is a 
received version number (column 6, lines 46-55). 

Per Claim 18 (Amended): 

This is a system version of the claimed method discussed above (claims 1 and 8), wherein 
all claim limitations also have been addressed and/or covered in cited areas as set forth above, 
including "a local area network (LAN) interface for connection to a LAN; a wide area network 
(WAN) interface for connection to a WAN; a master processor" (Chiles, column 8, lines 42-67 
to column 9, lines 1-8) and "a memory for storing a database" (Stupek, column 3, lines 50-52). 
Thus, accordingly, this claim is also obvious. 



Per Claim 19 (Amended): 
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The rejection of claim 18 is incorporated, and Chiles further teaches a controller for said 
third party hardware having a controller LAN interface, a serial interface for connection to said 
third party hardware, and a controller processor (column 8, lines 42-67 to column 9, lines 1-8). 

Per Claim 20: 

The rejection of claim 19 is incorporated, and Chiles further teaches wherein said 
controller processor is operable to: send a request message to said third party hardware interface 
requesting identification information and a firmware version indicator; receive a reply message 
over said third party hardware interface with said identification information and said firmware 
version indicator (column 9, lines 48-58); send said identification information and said firmware 
version indicator from said controller LAN interface addressed to an address for said master 
processor; receive an upgrade firmware version indicator and upgrade firmware over said 
controller LAN interface; send upgrade messages to said third party hardware interface in order 
to send said upgrade firmware version indicator and said upgrade firmware over said third party 
hardware interface (column 9, lines 59-67 to column 10, lines 1-29). 



Per Claim 21: 

The rejection of claim 20 is incorporated, and Chiles further teaches wherein said 
controller processor is operable to send said request on power-up (column 6, lines 13-21). 
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Response to Arguments 

13. Applicant's arguments filed on 1/25/05 have been fully considered but they are not 
persuasive. 

In the remarks, the applicant argues that: 

a) Claim 1 5 recites sending a request to a third party hardware requesting identification 
information and an existing firmware version indicator and receiving a reply from the third party 
hardware with the requested identification information and version indicator. In contrast, Chiles 
only discloses checking or retrieving a device version store in the non-volatile memory of a 
device (col. 7, 1 1 . 40-43; col. 8,11. 35-37; 01 . 9, 1 1 . 48-58). Chiles does not disclose requesting 
and receiving from a third party hardware identification information along with a firmware 
version indicator. It is submitted that in the embodiments disclosed by Chiles there is no need to 
retrieve identification information other than the device version because it appears that the 
version manager is device specific. Therefore, Chiles does not disclose all of the elements recited 
in Claim 15. Thus, Claim 15 and its dependents, Claims 16 and 17, cannot be anticipated by 
Chiles and are allowable over the references of record. 

Examiner's response: 

a) Examiner strongly disagrees with applicant's assertion that Chiles fails to disclose the 
claimed limitations recited in claims 15, 16 and 17. Chiles clearly shows each and every 
limitation in claims 15, 16 and 17. 

As pointed out in the previous Office Action (Mailed on 06/23/2004), Chiles teaches 
sending a request to said third party hardware requesting identification information and an 
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existing firmware version indicator; receiving a reply from said third party hardware with said 
identification information and said existing firmware version indicator ("The device version 
detector 240 verifies the device version by checking the device version 162 stored in the non- 
volatile memory 160. The device version detector 240 may send a bus message having a request 
for the device version 162 over the interconnection system 40 to the ATM/ ADSL adapter 250. 
The device version detector 240 uses the standard interface provided by the operating system for 
the ATM/ADSL adapter driver 230 to communicate the request to the ATM/ ADSL adapter 250. 
The ATM/ ADSL adapter 250 sends a bus message having data including the device version back 
to the device version detector 240." in column 9, lines 48-58; ATM/ ADSL adapter 250 is 
interpreted as the third party hardware). 

In addition, see the rejection above in paragraph 10 for rejection to claims 15, 16 and 17. 

In the remarks, the applicant argues that: 

b) Similarly, amended Claims 1 and 22 each include requesting and receiving identification 
information from a third party hardware. Thus, these claims and their dependents also cannot be 
anticipated by Chiles and are allowable over the references of record. 

Examiner 's response: 

b) The Examiner has already addressed the applicant's. arguments regarding requesting and 
receiving identification information from a third party hardware in the Examiner's Response (a) 
above. See the Examiner's Response (a) above and the rejection above in paragraph 10 for 
rejection to claims 1 and 22. 
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In the remarks, the applicant argues that: 

c) Each of Claims 23 and 24 recites retrieving upgrade firmware from a source over a 
WAN. In contrast, Chiles does not disclose retrieving upgrade firmware from a source over a 
WAN . Chiles discloses converting the memory image in a non-volatile memory of a device to 
the updated memory image. In all of the embodiments disclosed in Chiles, the updated memory 
image is located locally (see for example, figures 2 and 3, references 134, 182 and 234; column 
8, lines 35-41; column 9, lines 34-36; column 10, lines 8-20; and Claims 1 and 12) and is not 
retrieved over a WAN. Since Chiles does not disclose all of the limitations of Claim 23 or Claim 
24, Claims 23 and 24 cannot be anticipated by Chiles and are allowable over the references of 
record. 

Examiner 's response: 

c) Examiner strongly disagrees with applicant's assertion that Chiles fails to disclose the 
claimed limitations recited in claims 23 and 24. Chiles clearly shows each and every limitation 
in claims 23 and 24. Chiles teaches retrieving upgrade firmware from a source over a WAN 
(column 9, lines 19-31; and "The image converter 242 may download or program the copy of the 
updated memory image 234" in column 10, lines 21-24). In addition, see the rejection above in 
paragraph 10 for rejection to claims 23 and 24. 

In the remarks, the applicant argues that: 
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d) The Examiner also rejected Claims 8-9, 1 1 and 18-21, as being obvious over Chiles in 
view of US 5,960,189 to Stupek. The Applicant again traverses the rejection. Specifically, the 
Examiner relies on Chiles for disclosing (1) the feature of requesting and receiving identification 
information in Claims 8-9 and 1 1 ; and (2) the feature of retrieving upgrade firmware from a 
source over a WAN in Claims 18-21, As discussed above, Chiles does not disclose either of 
these features. Since Chiles and Stupek, either alone or in combination, do not teach or suggest 
either of these features, it is submitted that Claims 8-9, 1 1, and 18-21 are not obvious over Chiles 
in view of Stupek and are allowable over the references of record. 

Examiner's response: 

d) The Examiner has already addressed the applicant's arguments regarding requesting and 
receiving identification information and retrieving upgrade firmware from a source over a WAN 
in the Examiner's Response (a) and (c) above. See the Examiner's Response (a) and (c) above. 

Furthermore, in response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In addition, see the rejection above in paragraph 12 for rejection to claims 8-9, 1 1 and 18- 

21. 
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Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. ' 

15. Any inquiry concerning this communication from the examiner should be directed to 
Qamrun Nahar whose telephone number is (571) 272-3730. The examiner can normally be 
reached on Mondays through Fridays from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam, can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or processing is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the TC 2100 Group receptionist whose telephone number is 571-272-2100. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



QN 

April 18, 2005 




